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stub interrupt, executing said main interrupt handling routine, resuming execution of said stub 
interrupt handling routine and resuming dcta opoations. Processing logic was not rejected by 
this Examiner as not being enabled in the originally filed application and thus it is taken as 
admitted that processing logic was enabled. As confirmed by the Manual of Patent Examining 
Procedure (MPEP) §2164.01, "Whc standard for determining whether the specification meets the 
enablement requirement was ... is the experimaitation needed to practice the invention undue or 
unreasonable?!' The Examinor apparently answered this question in the negative in holding that 
the originally filed claims were enabled by the originally filed specification. 

The MPEP at §2173.05(e) also clearly states that "[ijnherent components of elements 
recited have antecedent basis in the redtat'on of the componwits themselves. For example, tiio 
limitation *fiie outer suifeoe of said sphere' would not requiTie an antecedent recitation that the 
sphere has an outer surfiice." Thus it would be readily apparent to one of ordinary skiU that if an 
apparatus could perform logic functions, tiere would be some structure for perfonning those 
functions. 

Apphcanta' specification, page 12» line 30, describes the data processing apparatus 
includingaprocessor core 10. Those of ordinary skill in the art will be well aware that 
processing cores include programmable c>cuitry for perfonning various logical fimctions. It 
would be abundantly clear to those persons of ordinary skill in this art that the processor core 
circuitry is known to perfbim various steps and Applicants have merely modified claim 7 to 
specifically recite circuitry for performing the recited logical steps. Because the original claim 
specifies processing logic implemented in an apparatus for processing data, there is clear 
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antecedent basis for the specific circuitry for performing the recited logical steps of claim 7 and 

no further disclosure in flie spedfication is necessary. 

. It is also noted that if the originally recited processing logic steps were supported by the 

specification (and Applicants strongly contend that they are and notes that there was no PTO 

objection to this language previously), then the specificatioii inherenUy provides enablement 

support for the apparatus for processing c ata having the individually recited circuitries for 

aooomplishing the logical steps. 

Accordingly, reconsideration of the rejection of claim 7 under 35 USC §112 (first 

paragraph) is respectfUUy requested. 

Applicants have conducted a detailed review of all of the Examiner's arguments 
regarding the application of the Saito reference to claims pending in the cunent appUoation. 
including the Examiner's recently added "Response to Arg^ents" portion. The Examiner, as 
noted in Applicants' previously filed Amendment, commits numerous errors, the primary error 
of which is his feiluie to direct attention -x> Ae language of Applicants' claims and the fact that 
the Saito reference does not disdose or render obvious the subject matter of the claims, and 
instead seems to be distracted by similar, but non-claimed features. AppUcants will summarize 
llie Examiner's errors as foUovra. 
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iTrrnr m . The E f nm'"r " that Sa<*« ^^j?"'" ^ 

nl,l-«d '^aa coF»"i»»nded bv sai ^ ?*nh In «rceDt handling ):0Utti^^ 
gugpen'^faf' cxecutio w - - step 

on P.8P 4. 1-3. *• EMmto« ««< of AppUcMB" independent 

clrim 1 (beginning-M «™»ndedl,y s»l sn* int«nip.tandling«>uttoe. . . .") is .omeho»- 
diselosed in Sato's Figure 5 by elen«nt 1 « u diseviMed inpat.g«pk S2- 

to looking « the ««i«ty of Sdto-i; pKagn,* 82. there m di»n»sion» *out "normalized 
prio.i,i.s"«Kithe'-priority tnmsUdonmcdnles 122 «J 123"»«lfhcftc.th«.horci.a"prlort.y 
oo„^^".nd.s.«em«>t«,«the'tomali«dpiorities i72»dl73.*.fl..vdn.sofl24 
and 255 respectively." Howev«. th«. is no miP^ S»to'. P-^r^-k « 
priority W«d.tionn>odul«i 122 «>d 123 are disclosing "suspending . stab intmupt handling 
r^„^or-^«cecotio.of»int«rupthandlingroutina" toftCnotUnginSaito's 
p^b 82 ha, anything to do wi* Applicant.' ol.in.ed third nr«hod step of "snsp^U.^ 
e^onofsaid^ubir^er^pth-uUing^andstarBngamaininterru^^ 

executing under control of wld second opetalion system." 

Accordin8ly..heExa«nnerele-lyMsto»ee.hisburd«,ofea.-.Ushinga;.*.»/^^ 
«3.of,n.icipa.io«b«»u...Msd.im.d,n..hod.«p(ortKeco.re.pond.ng.pp.r«^ 
,nind.pend«...pp.r.tusel.lm7)isno.disclosedinSai.o.Sho«lda..E«n^^^ 

other^ise.hei.r.spee.Myre^^sp^ific-'y'^-'''-^'"^"""*'^ 
e<„^eo,.aspand..o Applicants- oUi^ , fl^ step (or the cor^sponding struct- i«=l-- 
,).Absen..ny.peoifiote.d^.beE««in.r-,.ndoipaHonr^e«ionofel.imsla^ 

respectfully traversed. 
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Error #2. Tha Ryamtner repeatedly er rs i n citing paragraph 63 of 
Salto as anee ediv teaching po rttons of claim 1 fsee naraflraphg 2. 3 
and 4 oa page 4 of flie Official Action) 

In paragraphs 2-4 on page 4 of the Final Rejection, the Examiner contends that Saito's, 
para^aph 63 and Figure 6 disclose &e stbject matter as set out in Applicants' independent 
claim 1, paragraphs 4, 5 and 6 (and Xtie corresponding paragraphs in independent claim 7). 
Again, the error of the Examiner's position U clearly obvious by reviewing paragraph 63 of the 
Saito reference. There is no disclosure o^ "executingT' a mmn interrupt handling routine or 
"resuming execution of said stub interrupt handling routine" or "resuming said data processing 
operations" as specified in independent claim 1, paragraphs 4, 5 and 6 (and the corresponding 
elements in claim 7). 

In order to support an anticipation rejection, there must be at least one colorable 
disclosure of Applicants' claimed method step contained in the cited prior art reference. In fact, 
in otd« to anticipate a method claim, all of the claimed method steps must be disclosed in a 
single reference and all claimed iiiterrelationships between the method steps must also be 
disclosed. If the Examiner cannot establish where Applicants' claimed method steps (or the 
corresponding apparatus elements of apparatus claim 7) are disclosed in the single Saito 
reference, he simply foils to meet his burden of establishing any anticipation of the claims. 

The Examiner's attention is direc-.cd towards the case of Undenumn Maschinenfabrik 
GMBHv. American Hoist & Derrick, 221 USPQ 481, 485 (Fed. Cir. 1984) in which the Court of 
Appeals for the Federal Circuit held that " ajntidpation requires the presence in a single prior art 
reference disclosure of each and every element of the claimed invention, arranged as in the claun." 
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Thus, because of the errors noted djove, the Final Rejection does not establish any prima 
facie case of "anticipation" because the Rejection fails to identify where any single prior art 
document teadies each and every method step and each and «very claimed interrelationship 
betwera method steps as required by App! ioants' independait claim I or the apparatus elements 
and the intoielationship between the apparatus elements as sot out in independent claim 7. 
Accordingly, claims 1 and 7 and claims dependent thereon are dearly patentable over the Saito 
reference because of flie Examiner's failure to meet his burden of establishing that Saito teaches 
the claimed steps and elements. 



The Exammer, in section 9 on pages 7 and 8 of the Final Rejection, attempts to respond 
to the previous arguments of patentability over the Saito reference. However, he does not cure 
the above deficiencies by indicating where the claimed method steps and ^aratus elements are 
shown in the Saito or Worley references. Applicants will respond to the various enrors contained 
in this discussion. 

ff rrnf #3. The TTvaminei- flgft ln reiterates that he beUeves that SaitO 
teaches the claimed atep of " «.i«p«iiHiit<t ex^egtinn of said stub 
Irtterrnnt haniWitft program and 8tartii.g ■ main interilfflf handlinff 
p^^^tiiie mteeq^g nnder control of sald «egflitd operating system 

The Examiner here goes off on a tmgent in terms of. support fer an "anticipation" 
rejection that simply has no basis in §102. The Examiner compares some ttn^aimed structures 
of Applicants' preferred embodiment of tlie claimed invention and some aspects of the Saito 
document. Importantly, the Examiner's comparison involves «nf laim^f^ sul^|ec^ matter, i.e.. 
♦•priority" and possible interrupt handling system priority, and Ms to identify any teaching in 
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Saito of the claimed subject matter, A brief review of independent claims 1 and 7 and then a 
comparison with the Saito disclosure indicates that in the claims there is no mention of apriority"' 
or **interrupt priority." Tha^re, whether or not Saito teaches '"priority" or ^interrupt priority" 
is irrelevant because this is not claimed ii claims 1 and 7 and thus is irrelevant to the issue of 
where Saito teaches the claimed method steps and/or apparatus elements. 

Again, it would appear that the Examiner is attempting to use any perceived similarity (as 
opposed to the claimed steps and elemen"^) between the present invention and the prior art as a 
basis for rejection. The Examiner is reminded that the only basis for rejection xmder § 1 02 is 
whether ttie prior art contains a disclosure of eadi of the method steps and apparatus elements 
and flieir claimed interrelationship. The 2xaminer*s reliance upon a similarity between Saito and 
the claimed invention involving the unckimed '*priorit/' or *Hnterrupt priority" is misguided at 
best 

Error #4> On page 7. section 9. subse <rj^" fl^ ^^^^ F/gamiiier 
erroneouslv relies upon Saito's paragraphs 63 and 14Q 

In section 9a on page 7, the Examiner references SaSto's priority translation modules 1 22 
and 123 in paragraph 63 and priority reverse translation tables 282 and 283 in paragraph 140 as 
allegedly disclosing 'Apriorities." However, Applicants* independent claims I and 7 do not claim 
••priority," •'priority translation modules" or **priority reverse translation tables." As a result, 
even assuming that the Saito reference does teach the "priority** related steps and structures, 
paragraphs 63 nor 140 are not even aUeged to teach the limitations of Applicants* independent 
claims 1 and 7 and therefore any further rejection based thereon is respectfully traversed. 
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Error #S. Th^ RYaminBr mlsinternretB Saito's Paragraph 85 which 
dearly fails to teach a «8tnb interrupt hap'Ufap *^"*fan" ftlt?^**** * 
"Btarting a main Inten ^p* tianiHtof; mi rine» 

The Examiner's tef&eaae to Saito' s paragraph 8S and Figure 6 in his discussion on 
page 7 of the Final Rejection is taken as a suggestion that this paragraph contaii>s some teaching 
of Applicants' claimed subject matter. Again, Applicants can find no disclosure in Saito's 
Figure 6 or paragraph 85 whidi discloses claim I's tiiird step, i.e., "suspending execution of said 
stub interrt^ handling routine and starting; a main intemq)t handling routine executing under 
control of said second operating system." 

Should the Examiner contend that his is disclosed in some portion of Saito, he is again 
respectfully requested to identify exactly \/hat language exists in Saito and how he believes this 
language anticipates the claim language, i.-e.. "suspending execution . . ." for independent claims 
1 and 7. Absent any specific reference, it :s clear that the Examiner has failed to meet the burden 
of establishing anticipation under 3S USC §102. 

Error #6. The Kxaminer. i« hia Raanonge to Arguments, jcrroneously 
snpgests that there Is so mo corrMPondeace between a "pHority 
h-anslatlon moHnlfe" in Saito and the d&iro ftd "stob interrnnt handling 
rnntine>* recited in Applicants* ind ependent cla^™" 1 a"di 7 

The Examiner ^pears to try to justify his discussion of "priority translation module" and 
"priority translation table" as being associated with "an operating system." The Examiner then 
appears to suggest that because these priority related modules are associated with an operating 
system, they somehow disclose Applicants' claimed method of processing data with execution of 
data processing operations under control of either a first operating system or a second operating 
system. 
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In the Saito system, ttie operating system that runs is set by task priority (see Saito 
paragraph 1 08). The operating system of Saito on which the interrupt is run is set by the 
common inteiTupt handler (see Saito paragraph 105). Saito tieitha discloses nor suggests ttiat an 
internet under one operating system (e.g., handler 152 of Figure 10 in Saito) starts an interrupt 
under the other operating system (handler 153 of Figure 10). 

Moreover, it is dear that none of the cited paragnq>hs of Saito disclose Applicants' 
claimed mettiod stqp of "suspending execution of said stub intemqit handling routine and 
starting a main int^rupt handling routine executing under control of said second operating 
system" or any of tiie other features of independent daims I : and 7. 

Again, flie Examine is challenged to identify specifically where the claimed method 
steps and apparatus elements are disclosed in Saito. Absent any corresponding disclosure of 
claimed method steps and apparatus elemearts in Saito, there is simply no basis for any further 
rejection under 35 USC §102. 

Error #7. The Examiner appears t o migunderKtand his burden of 
nrovipg anticipatiop and/or ob vlonsneaa 

Towards the end of paragraph 9a on page 7, the Examiner states that "Applicant is 
reminded that rejections are based on references as a whole and not just the cited passages. 
Although the specified citations are representative of the teachings in the art and are applied to 
specific limitations within the individual claim, other passages and figures may apply as well." 
The Examiner is simply incorrect in this tssessment 

As noted above, the Court of Appeals for the Federal Circuit has held that, to prove 
anticipation, the single reference must show each and every claimed element and claimed 
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interrelationship. The Court has also held that "the PTO has the burden under Section 1 03 to 
establish a prima facie case of obviousness." /« re Fine, 5 USPQ2d 1596, 1 598 (Fed. Cir. 1988). 
"It can satisfy this bwden only by showing some objective teadiing in the prior art or that 
knowledge generally available to one of ordinary skill in the art would lead that individual to 
combine the relevant teachings of &e references." 

Because the Examiner has Med to demonstrate wh^ any one of the references teach 
the method steps of claim 1 or the ^aratis elements of independent claim 7 or claims 
dependent thereon, there can be no prima facie case of anticipation,. Similarly, because claimed 
method steps and claimed apparatus elements are missing fipm all of the cited refercbces. not 
only is there no anticipation, but Ihe Examiner has also feilek to meet his burden of establishing a 
prima facie case of obviousness. 

There has been no allegation that either Saito or Worley disclose the claimed features of 
Applicants' independent claims or claims dependent thereon. There is simply no staUite, judicial 
decision, rule or burden on the Applicants to prove a negative, i.e., to go throu^ each cited 
references in a vain attempt to prove that lo reference has any support for the Examiner's 
rejection. As noted above, the Court's heve held that this is the Examiner's job and. if he cannot 
find disclosure of all claimed elements in a single reference, he cannot support a rejection under 
35 use §102. Similarly, if the Examiner cannot find suppdrt for all claimed elements among 
several references and if he has not expressed a basis or rationale for combining those referaices, 
he cannot establish a prima facie case of ibviousness under 35 USC § 103. 
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In view of the above disciission, ft 
claims dependent thereon under 35 USC { 
establish any prima facie case. 

Having responded to all objection 
Action, it is submitted that claims 1-13 ai 
respectfully solicited. In the event the 
personal interview will facilitate aUowam 
contact Applicants* undersigned represec 



re is no basis for rejection of claims 1 and 7 and 
02 or §103, as the Examiner has completely failed to 

and rejections set forth in the outstanding OfiRcial 
in condition for allowance and notice to that effect is 
miner is of the opinion that a brief telephone or 
I of these claims, he is respectfully requested to 
itive. 

Respectfully submitted, 
NIXON & VASm^SOTE P.C. 

By: 



$CS:kmm 

901 North Glebe Road, 1 1th Floor 
Arlington, VA 22203-1808 
Telephone: (703) 816-4000 
Facsimile: (703)816-4100 
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